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LEGISLATIVE
UPDATE




	Congressional Action on Orphan Works Legislation 
New Legislation on the Move 

	



Americans for the Arts is tracking new legislation concerning copyright that was introduced on April 24, 2008 in both the U.S House of Representatives and the Senate on so-called "orphan works" - copyrighted works (original works of authorship that are fixed in a tangible form of expression) in which a copyright holder is difficult to locate or identify and may still benefit from copyright protection. Through this information-alert, Americans for the Arts will report to advocates the ongoing status and policy concerns we have identified in the legislation.
H.R. 5889, the "Orphan Works Act of 2008" introduced by Representative Howard Berman (D-CA) in the House, and S. 2913, "The Shawn Bentley Orphan Works Act of 2008" introduced by Senator Patrick Leahy (D-VT), seek to amend the Copyright Act of 1976 by limiting certain liabilities of potential copyright infringers depending on whether diligent effort was put into a search before use is made according to guidelines established for the U.S. Copyright Office (USCO). The intent of the two bills is to encourage greater public enjoyment of orphaned works, as stated by Rep. Berman, "Too many valuable works are unused because their creators are unknown and potential users fear excessive liability." In the words of Sen. Leahy, "There are thousands of artistic creations around the country that are effectively locked away and unavailable for the general public to enjoy because the owner of the work is unknown." 

New Copyright Search Criterion and Database Proposal
To achieve this goal, the legislation sets forth rules that govern whether an infringer is either a bad faith user or a good faith user to determine what damages are available to the copyright holder or what liability has been limited to the user. The bills differ slightly on implementation, but rely on similar criteria for qualifying a copyright user for certain liability exemptions: 

1. give notice of usage to USCO (House version); 
2. conduct a search of USCO certified searchable independent databases for pictorial, graphic and sculptural works administered under agency rules and best practices; 
3. and, that these actions were taken before using the work. 

The establishment and certification of electronic databases that facilitate searches for pictorial, graphic and sculptural works is a critical development in this legislation. The bills propose certification guidelines in which a database must collect and provide a copy of the copyrighted work, the copyrighted work's author's contact information, and image or description - all searchable by text or image with the latest advances in visual recognition technology. In addition, the databases must be made available to the public through the Internet by 2013 in both the Senate and House, which will serve as an effective date for the new infringement criteria.

Doubts have been raised primarily by the visual arts community that the search criteria will not adequately protect artists that have volumes of images that may or may not be registered in databases that have not yet been constructed by the USCO. An image or work cleared for usage by a yet established system of USCO approved databases could limit liability for good faith infringers because their search was deemed "qualified." However, the effectiveness of the databases in making that determination is unclear. Some visual artists see this legislation as shifting the burden of copyright protection to the holder by making their work's inclusion in the databases as part of the final say on a diligent search and by discouraging litigation of their individual cases by removing contingent lawyer fees.

Meeting these criteria would then qualify as a "diligent effort," thereby shielding the infringer from statutory damages (as much as $150,000 per infringement) and legal fees. An infringer who has not met the criteria is still liable for all the available remedies to the copyright holder (statutory and compensatory damages and legal fees) as is current practice. It is important to note that under current copyright law, an owner must register his/her work to receive the benefit of statutory damages, and nothing in the proposed orphan works legislation changes that obligation.

Traditional Right to Copyright and other exemptions
The traditional right to copyright is not changed by the proposed legislation. Actual damages - the amount that a willing buyer and seller would have agreed to before infringement - must be paid by an infringer to the copyright owner should the owner later be found. Also, museums archives, nonprofit educational institutions, and public broadcasting receive a specific protection from monetary liability if they have conducted a qualifying search. 

There is also a concern that the legislation allows continued usage of a copyright that is integrated into another original work - one that consists primarily of the infringer's expressions. The infringer's new work can be continued if:

1. they made a qualifying search;
2. they relied on the qualifying search to create a new work;
3. reasonable compensation is paid to the copyright holder;
4. and attribution is made despite discovery of the copyright holder

As the legislation continues to move through the committee process, Americans for the Arts will be following its development. The bills as they are presently constructed may be amended and address some of the issues previously discussed above.  



  
House Subcommittee Consideration--May 7th
On May 7th, the House Judiciary Subcommittee on the Courts, the Internet, and Intellectual Property held a mark up of H.R. 5889, the “Orphan Works Act of 2008.” Markups consist of opening up the bill to a first round of amendments that may be considered in the full committee markup at later consideration. During this markup, Chairman Berman used a manager’s amendment as substitute for the base bill that now mirrors the Senate companion bill S.2913 by adding a provision that limits damages against museums, as well as archives, libraries, public broadcasting and nonprofit educational institutions. The House bill had not included museums in its original form. As well, the manager’s amendment would add that both parties must agree on what constitutes “reasonable compensation.” 

Members of the subcommittee each then spoke briefly on the concerns for the bill and withdrew their amendments, deciding that further discussion  would be better suited for a soon-to-be scheduled briefing for interested stakeholders and then the full committee markup. The briefing will provide another opportunity to submit proposed changes to committee staff in writing. 
Many Members voiced concerns but also willingness to work to on the more “controversial” aspects of the proposed legislation. Namely, the minimum standards, best practices, and statutory guidelines that will constitue diligent effort for a qualifying search were the most talked about topics. The bill’s chief sponsors and committee members acknowledged that more specificity and statutory guidance will be needed before a final bill is reported out for floor consideration. Other topics included further protection for nonprofit institutions and addressing ambiguity on what is commercial use of an orphan work. 

The subcommittee reported out the measure to the full committee by voice vote. 



Senate Judiciary Committee Markup--May 8th 
On May 8, the Senate Judiciary Committee was to hold a markup of S. 2913, "The Shawn Bentley Orphan Works Act of 2008", sponsored by Senator Patrick Leahy (D-VT), during their weekly business meeting. By order of the committee, the legislation has been held over, meaning it is postponed until the next committee business meeting. The committee is slated to hold a business meeting on 15th for held over agenda items. S. 2913 is the companion bill to H.R. 5889, introduced in the House of Representatives, and contains many of the provisions as its Senate bill but differs in a couple notable ways:
1. The "Notice of Use" with the United States Copyright Office provision in the House version is not present in the Senate as part of the qualifying search requirements
2. The House version provides that a court may consider added "value" to the infringed work as reasonable compensation if it had been registered but not located despite a due diligent search
3. The effective date is 2013 in the House or when the database/registries have been certified, whichever comes first, for visual, pictorial and graphic works. The Senate effective date is 2011.
4. **The House had not included museums as one of the institutions that receive added protection from liability but adopted language in the 5/7 markup providing for museums. 



Senate Judiciary Committee Markup--May 15
The U.S. Senate Judiciary Committee passed by voice vote S. 2913, the "Shawn Bentley Orphan Works Act of 2008," in the form of a substitute bill offered by the committee chairman and chief sponsor, Senator Patrick Leahy and Senator Orrin Hatch. The substitute bill differs in some significant ways than the legislation as introduced on April 24 and seeks to address some of the more controversial aspects of what constitutes a due diligent search. Most notably: 
1. "Requirement of Qualifying Searches" now includes with more specificity the use of U.S. Copyright Office best practices that must be part of a due diligent search before infringement by a potential user. These include:
a. The "Statement of Best Practices"must be maintained and available to the public by the USCO through the Internet and must contain at least 1 statement of best practices for each category or subcategory of work subject to copyright.
b.The USCO, in updating and modifying the best practices should take into consideration reasonable and relevant guidelines that are submitted to USCO on the specific requirements of what comprises a qualifying search for pictorial, graphic, and sculptural works.
2. "Exception to Further Limitation." The new bill removes a previous provision making libraries, archives, nonprofit educational institutions, and public broadcasting entities liable for damages from proceeds earned through an infringed work. This applies only if these entities performed the infringement not for direct or indirect commercial advantage; the infringement was for educational, religious, or charitable reasons; and when once notified of infringement promptly ceased usage.
3. "Commenced Works." The exception for commenced work that integrates a significant amount of original expression but contains an infringed work can only be maintained if timely payment of reasonable compensation as already agreed upon by the copyright owner is made. 
4. "Database Certification." New language on the certification of the proposed databases/registries that must facilitate a user's search for pictorial, graphic, and sculptural works. It requires that they exist; be effective and inexpensive; and use mechanisms that will enable searches for identification of both text and images with sufficient information to locate the copyright owner.
5. "Effective Date" The effective date of the legislation was changed to when the databases have been established and certified but not before January 1, 2009 or no later than 2013.

Other changes incorporate, where appropriate, that a person acting on the copyright owner's behalf may also assert the rights and defenses in the legislation.

With passage in the committee, we will be tracking developments in the report language as they lead to Senate floor consideration, the timing of which has not been decided as of yet. 

NY Times Op/Ed--May 20th
Lawrence Lessig has written an op/ed acknowledging the problem of orphan works but he believes the proposed legislation is not a fair solution for many copyright holders. You can read the article here.

Public Knowledge--Orphan Works Legislation
Public Knowledge is a Washington, D.C.-based public interest group working on issues in the emerging digital culture. Their website has a comprehensive orphan works section that offers analysis that is supportive of the pending legislation, but also includes opposition opinions, critique and concerns as well as their own proposed legislative suggestions. For more information, please click here.

Congressional Action
We will keep the field informed as to what changes may be implemented and the progress of the legislation as further consideration is scheduled. Most importantly, if you have suggestions, comments or concerns regarding this legislation, please contact: Gladstone Payton, Associate Director for Federal Affairs, Americans for the Arts, gpayton@artsusa.org. 

